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accordance with the practice under r* o r :r Owwwe\ 1935 CD. 1 v -153 O.G. 213 
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The specification is objected to by the Examiner. 
The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 (aHd) 

Acknowledgement is made of a claim for foreign pnonty under 35 U.S.C. § 1 19 (aHd.i 
A^AW Some* None of the: 

Certified copies of the pnonty documents have been received. 
Certified copies of the pnonty documents have been received in Application No. 
Copies of the certified copies of the pnonty documents have been received 
in this national stage application from the International Bureau (PCT Rule 17.2(a)) 
'Certified copies not received 



is/are pending in the application. 

:svare withdrawn from consideration 

is/ are allowed. 

is/are rejected. 

is.' a re objected to. 

are subject to rest notion or election 
requirement 

-a; proved. 



Attach ment(s) 

0^ Information Disclosure Statement(s), PTO-1449. Paper No(s). 
Notice of Referenceis) Cited, PTO-892 
Notice of Draftsperson's Patent Drawing Review; PTO-948 



Interview Summary, PTQ-413 

Notice of Informal Patent Application, PTO-152 

Other 



Office Action Summary 



U S ^ato'0 a — : i, :.)*■ 
PTO-326 ' X 



PaM o' oi;-e- No 



Application Control Number SI 8.733 Page 2 

Art I 'nil 1714 



The following is a quotation of the second paragraph of 3 5 C S C 112 

; he specification shall conclude with one oi more chums part lcuhirK pointing out and vii >tinctl\ claiming the subject 
inattci which the applicant regards as his invention 

Claims 1-4, 8-1 1 and 13-P) are rejected under 35 I S C 1 12. second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention 

The recited "said varnish hav ing a nonvolatile fraction of not less than 40 w eight °o and a 
viscositv at 25T of not more than 18 poises" is confusing and lacks any probativ e value since it it 
directed to the sub-component, not to the whole composition, an antifouling coating Said 
properties do not define said antifouling coating which is the claimed final product 

The following is a quotation of the appropriate paragraphs of 3 5 C S.C 102 that form the 
basis for the rejections undei this section made in this Office action 

A person shail be entitled to a patent unless - 

: h i die m\ cntton was patented or desei ilvd in a punted publication in this or a foreign counts or m public use 
oi nil sale in this countn . more than one war pnoi to the dale of application loi patent m the 1 nited State- 
i e i the in\ ention w as described m a patent granted on an application for patent b\ anoihei tiled in the 1 'nited 
Male-- betoje the in\ ention thereof b\ the applicant toi patent, oi on an international application b\ anothei \\h 
has fulfilled the requirements of paragi aphs i 1 i. i 2 «. and < \ i of section "~ 1 1 c > of this title before the m\ ention 
thci o -f b\ the applicant ioi patent 

The changes made to 35 CSC 102(e) by the American Inventors Protection Act 
of l u0 ° ( A I PA) do not applv to the examination of this application as the application being 
examined was not ( 1 ) filed on or after November 2°. 2<^<f or (2) voluntarily published under ^ 
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I S C 122(b) Therefore, this application is examined under 35 C S C 102(e) prior to the 
amendment by the AIPA (pre-AIPA 35 C S C 102(e)) 

The following is a quotation of 35 C S C 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action 

i a ! A patent ma\ not be obtained though the u\\ cut ion is not identical 1\ diseloscd oi described as set torth in 
section i i C of this title, if the ditfcicnccs between the subject matter sought In be patented and the pt ior ai t ate 
such that the subieet matter as a whole would ha\c been obvious at the time the invention was made to a pei sun 
having ordmaiA skill m the art to which said subieet matter pertains batentuhilitv shall not be neiMmed In the 
manner in which the invention was made 

(Maims 1-4. 7-1 1 and 13-1 1 ) are rejected under 35 C S C 102(b) as anticipated by or. in 
the alternative, under 35 I' S C 103(a) as obvious over Yamamori et al (IS 5,109,077) 

Yamamori et al teach antifouling paint compositions comprising the instant acrylic resin in 
abstract and at col 1. line 50 to col 2, line 2 s Various monobasic acids such as abietic (col 3. 
line 24), molecular weights (4.000 to 100.000) of said acrylic resin (col 4, lines 34-30). a solid 
content (51.3 °o) and a viscosity (2 2 poise) of a varnish (col 5, lines 45-40), acid values 
(examples 1-4) and a volatile organic compound content of not more than 400 g I, (examples 21- 
iS on col S - 10) are taught Said acrylic resin with a molecular weight of 4.000- 1 0.0)00 would 
meet the instant degree of polymerization of at least 20. for example, and the recited Tg is an 
inherent Said abietic acid is a rosin 

Thus, the instant invention lacks novelty, and it would have been obvious to one of 
ordinary skill in the art at the time of the instant inv ention to modify said acrylic resin and or 
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antifoulitm coating compositions of Yamamon et al since Yamamon et al teach such 
modifications 

(Maims 1-11 and 13-21 are rejected under 3 5 U S C 102(b) as anticipated by or. in the 
alternative, under 3> I ' S C 103(a) as obvious over Yamamon et al (US 5.100,077) alone, or in 
view of Codolar et al (US 6.248.806). 

The instant inv ention further recites 5 to 100 mole°o of a cyclic organice acid Codolar et 
al teach that an abietie acid taught by Yamamori et al is a rosin at col 10. lines 13-20 

However, it w ould have been obvious to one of ordinary skill in the art at the time of the 
instant invention to utilize the recited amount of a cyclic organice acid such as abietie acid w hich 
is a rosin in Yamamori et al with or without teaching of Codolar et al since Yamamori et al teach 
employing an abietie acid absent showing otherwise 

Claims 1.2.4.7-11. 13. 15. 16. 17 and 1 0 are rejected under 3 >l ' S C 102(b) as 
anticipated bv or. in the alternative, under 3 5 U S C 103(a) as obvious over Yamamori et al (I 'S 
4."4.0S0 oi IP o 204 456) 

The examiner points out US'OSO since I P and US are equivalent 

Yamamori et al teach antifouling coating compositions comprising the instant acrylic resin 
m abstract and at col 2, line 48 to col 3. line 14 Various monobasic acids such as abietie (col 4. 
line 5°). molecular wemhts (4.000 to 40.000} of said acrylic resin (col "\ line 6 3 to col S. line °). 
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a solid content (48 2 -50 2%) and a viscosity (2 2-4 3 poise) of a varnish (references examples 3-0 
and examples), acid values (col 8. lines 46-47) and a volatile organic compound content of not 
more than 400 g L (table 1 ) are taught Said acrylic resin with a molecular weight of 4.000- 
10.000 w ould meet the instant degree of polymerization of at least 20. for example, and the 
recited Tg is an inherent 

Thus, the instant invention lacks novelty, and it would have been obvious to one of 
ordinary skill in the art at the time of the instant invention to modify said acry lic resin and or 
antifouling coating compositions of Yamamori et al since Yamamori et al teach such 
modifications 

Claims 1. 2, 4, 10. 11. 13 and 15 are rejected under 3 5 C S C 102(b) as anticipated by 
WO 0] 15 540 

Wo teaches the instant antifouling coating composition at pages 1 1 and 14 Acrylic resin 
with a molecular weight of 10,000 has a degree of polvmeriztion of about 30 (page 4. lines 25- 
28) 

Thus, the instant invention lacks novelty 

Claims 1-11 and 13-21 arc rejected under 35 [' S C 102(b) as anticipated by or. in the 
alternative, under 35 CSC 103(a) as obvious over HP o .^42 270 
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HP teach antifoulmg paint compositions comprising the instant acrylic resin in abstract and 
in examples Various monobasic acids such as abietic (page 5. line 25). acid values and molecular 
weights (4.000 tt)40.ooo) of said acrylic resin (page 5. lines M-5S). a rosin (page 7. line 41). a 
and a volatile organic compound content of not more than 400 g H (table I ) are taught Said 
acrviic resin with a molecular weight of 4.000- ! 0. ()()() would meet the instant degree of 
polymerization of at least 20. for example, and the recited Tg is an inherent Said abietic acid is a 
rosin 

Thus, the instant invention lacks novelty, and it would have been obvious to one of 
ordinary skill in the art at the time of the instant invention to modify said acrylic resin and/or 
antifouling coating compositions of HP since HP teaches such modifications 



Anv inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tae H Yoon whose telephone number is (703) 7i08-23SO The 
examiner can normally be reached on Monday to Thursday from 8 00 to 5 M) 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's super\isor. 
Vasu Jagannathan. can be reached on {10} ) ;oo-2"^ The tax phone number for the 
organization where this application or proceeding is assigned is po^) 3()>^4()S 

Anv inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) oOS-Oool 
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